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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/22/04 has been entered. 

Claim Objections 

Claim 61 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Examiner respectfully 
suggests that the dependency of claim 61 should be changed to claim 53. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

1 . Claims 1-16, 20-25, 29-47, 51-56 and 60-62 are rejected under 35 U.S.C. 1 02(e) 
as being unpatentable by Mcdowell et a! (U.S. Publication 2001/0034224 A1). 

Regarding claims 1, 7, 32 and 38, Mcdowell et al (U.S. Publication 2001/0034224 A1) 
discloses in paragraph [0039], a short message service (SMS) server, which reads on 
claimed "short message service center (SMSC)", a home location register (HLR), which 
reads on claimed "module", for permitting automatic status tracking of a wireless user 
e.g. wireless telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat 
session participant", by an application external to a cellular/PCS network (see FIGURE 
1 paragraph [0035]), which reads on claimed "service provider", including said SMSC, a 
message handler comprising: 

• a registration notification message (REGNOT) and MSINACT, which reads on 
claimed "MSInactivity", receiver to alert other wireless users of a said user's 
presence (see paragraph [0032]). Mcdowell discloses in paragraph [0046], that 
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REGNOT/MSINACT receiver is a Message Event Sever (MES) capable of 
receiving and processing the user event information (e.g. network information 
relating to the presence and/or location of a said wireless user (see paragraph 
[0044, 0045]) received over a TCP/IP connection from a said HLR and further 
producing an associated presence and/or location; and 
• a registration notification message (REGNOT) and MSINACT, which reads on 
claimed "MSInactivity", forwarder to forward a said (REGNOT) and MSINACT 
received by a Message Event Server, over an internet connection to a device 
outside a wireless network. NOTE: (McDowell et al. teaches in paragraph [0040] 
and [0041] wherein the said SMS server sends an over the air message or 
similar type informing the said user of the presence of a subscriber. The instant 
function satisfies the limitation of "integrated in the SMSC", in that, the said SMS 
server forwards information to a user; therefore, a "forwarding mechanism" is a 
part of the architecture of the said SMS server). Also, as detailed in FIGURE 
10a, the cellular network comprises the mobile switch center, which sends the 
said registration notification message (REGNOT) and MSINACT to the said 
MES. 

Mcdowell et al. discloses in paragraph [0046] wherein the forwarded 
information details whether or not the information is sent to a user within the said 
wireless network or outside the said wireless network, which reads on claimed 
"device outside of a wireless network." . See paragraph [0033, 0046]. 
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Regarding claims 2, 8, 33 and 39, according to claims 1, 7, 32 and 38, Mcdowell et al 
(U.S. Publication 2001/0034224 A1) discloses in paragraph [0039], a short message 
service (SMS) server, which reads on claimed "short message service center (SMSC)", 
a home location register (HLR), which reads on claimed "module", for permitting 
automatic status tracking of a wireless user e.g. wireless telephone, PDA, a pager, a 
vehicle, etc., which reads on claimed "chat session participant", by an application 
external to a cellular/PCS network (see FIGURE 1 paragraph [0035]), which reads on 
claimed "service provider", including said SMSC, a message handler wherein: 

• Mcdowell et al teaches in paragraph [0035], that the said Internet connection 
utilizes a TCP/IP protocol. 

Regarding claims 3, 9, 34 and 40, according to claims 1, 7, 32 and 38, Mcdowell et al 
(U.S. Publication 2001/0034224 Al) discloses in paragraph [0039], a short message 
service (SMS) server, which reads on claimed "short message service center (SMSC)", 
a home location register (HLR), which reads on claimed "module", for permitting 
automatic status tracking of a wireless user e.g. wireless telephone, PDA, a pager, a 
vehicle, etc., which reads on claimed "chat session participant", by an application 
external to a cellular/PCS network (see FIGURE 1 paragraph [0035]), which reads on 
claimed "service provider", including said SMSC, a message handler wherein: 

• said registration notification message (REGNOT) and MSINACT (user event 
information) forwarder replicates, which reads on claimed "copies", all said 
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REGNOT and MSINACT received by said MSG. See paragraphs [0044, 0045, 
0046]. 

Regarding claims 4, 10, 35 and 41, according to claims 1, 7, 32 and 38, Mcdowell et al 
(U.S. Publication 2001/0034224 Al) discloses in paragraph [0039], a short message 
service (SMS) server, which reads on claimed "short message service center (SMSC)", 
a home location register (HLR), which reads on claimed "module", for permitting 
automatic status tracking of a wireless user e.g. wireless telephone, PDA, a pager, a 
vehicle, etc., which reads on claimed "chat session participant", by an application 
external to a cellular/PCS network (see FIGURE 1 paragraph [0035]), which reads on 
claimed "service provider", including said SMSC, a message handler wherein: 

• a gateway, which reads on claimed "wireless internet gateway", to transmit said 
forwarded notification messages (user event information) over said Internet 
connection. See FIGURE 1 paragraphs [0033, 0035, 0037, 0039, 0041]. 

Regarding claims 5, 11, 36 and 42, according to claims 4, 10,35 and 41, Mcdowell 
et al (U.S; Publication 2001/0034224 Al) discloses in paragraph [0039], a short 
message service (SMS) server, which reads on claimed "short message service center 
(SMSC)", a home location register (HLR), which reads on claimed "module", for 
permitting automatic status tracking of a wireless user e.g. wireless telephone, PDA, a 
pager, a vehicle, etc., which reads on claimed "chat session participant", by an 
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application external to a cellular/PCS network (see FIGURE 1 paragraph [0035]), which 
reads on claimed "service provider"', including said SMSC, a message handler wherein: 

• said registration notification message (REGNOT) and MSINACT (user event 
information) handler communicates with the said gateway, which reads on 
claimed "wireless internet gateway", using signaling system #7 (SS7) 
communication protocol. See paragraphs [0033, 0037, 0039, 0041, 0047]. 

Regarding claims 6 , 12, 37 and 43, according to claims 1, 7, 32 and 38, Mcdowell et 
a! (U.S. Publication 2001/0034224 A1) discloses in paragraph [0039], a short message 
service (SMS) server, which reads on claimed "short message service center (SMSC)", 
a home location register (HLR), which reads on claimed "module", for permitting 
automatic status tracking of a wireless user e.g. wireless telephone, PDA, a pager, a 
vehicle, etc., which reads on claimed "chat session participant", by an application 
external to a cellular/PCS network (see FIGURE 1 paragraph [0035]), which reads on 
claimed "service provider", including said SMSC, a message handler wherein: 

• said registration notification message (REGNOT) and MSINACT (user event 
information) is previously forwarded by a said HLR. See FIGURE 10a 
paragraphs [0029, 0032, 0039]. 

Regarding claims 13, 22, 44 and 53, Mcdowell et al (U.S. Publication 2001/0034224 
A1) discloses in FIGURE 10a and 10b paragraphs [0039, 0046, 0057, 0058], of a 
method and system, which reads on claimed "apparatus", for automatically notifying an 
external message distribution system, commonly referred to as a Short Message 
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Service Center (SMSC), which reads on claimed "external chat server", of the presence 
of a wireless user e.g. wireless telephone, PDA, a pager, a vehicle, etc., which reads on 
claimed "chat session participant", comprising: 

• receiving an IS-41 conforming registration notification message (REGNOT), as 
taught by Mcdowell et al when an event trigger is initiated in paragraphs [0046, 
0056, 0057, 0058], e.g. when a said user's device is turned on, from a Mobile 
Switching Center (MSC); and 

• automatically forwarding, see FIGURE 10a paragraphs [0032], the said IS-41 
conforming registration notification message (REGNOT) over an internet 
connection, see paragraph [0033], to a said Short Message Service Center 
(SMSC), which reads on claimed "external chat server". Mcdowell et al teaches 
of this occurrence in paragraph [0046]. 

• Additionally, McDowell et al. continues to teach In paragraph [0046], that the 
transmission of information may be conducted over a variety of communication 
links, such as TCP/IP. 

Regarding claims 14, 23, 45 and 54, according to claims 13, 22, 44 and 53, Mcdowell 
et al (U.S. Publication 2001/0034224 Al) discloses in FIGURE 10a and 10b paragraphs 
[0039, 0046, 0057, 0058], of a method and system, which reads on claimed 
"apparatus", for automatically notifying an external message distribution system, 
commonly referred to as a Short Message Service Center (SMSC), which reads on 
claimed "external chat server", of the presence of a wireless user e.g. wireless 
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telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat session 
participant", wherein: 

• said registration notification message is a REGNOT message. See paragraph 
[0046]. Examiner further concludes, as evident in FIGURE 10a, the HLR is 
receiving the said notification message from the said MSG over a said Internet 
connection. 

Regarding claims 15, 24, 46 and 55 , according to claims 13, 22, 44 and 53, Mcdowell 
et al (U.S. Publication 2001/0034224 A1) discloses in FIGURE 10a and 10b paragraphs 
[0039, 0046, 0057, 0058], of a method and system, which reads on claimed 
"apparatus", for automatically notifying an external message distribution system, 
commonly referred to as a Short Message Service Center (SMSC), which reads on 
claimed "external chat server", of the presence of a wireless user e.g. wireless 
telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat session 
participant", wherein: 

• Mcdowell et al teaches in paragraph [0035], that the said Internet connection 
utilizes a TCP/IP protocol. 

Regarding claims 16, 25, 47 and 56, according to claims 13, 22, 44 and 53, Mcdowell 
et al (U.S. Publication 2001/0034224 Al) discloses in FIGURE 10a and 10b paragraphs 
[0039, 0046, 0057, 0058], of a method and system, which reads on claimed 
"apparatus", for automatically notifying an external message distribution system, 
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commonly referred to as a Short Message Service Center (SMSC), which reads on 
claimed "external chat server", of the presence of a wireless user e.g. wireless 
telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat session 
participant", wherein: 

• Mcdowell et al teaches in paragraphs [0035, 0039, 0040],- said registration 
notification message is additionally forwarded by a said SMSC. 

Regarding claims 20, 29, 51 and 60, according to claims 13, 22, 44 and 53, Mcdowell 
et al (U.S. Publication 2001/0034224 A1) discloses in FIGURE 10a and 10b paragraphs 
[0039, 0046, 0057, 0058], of a method and system, which reads on claimed 
"apparatus", for automatically notifying an external message distribution system, 
commonly referred to as a Short Message Service Center (SMSC), which reads on 
claimed "external chat server", of the presence of a wireless user e.g. wireless 
telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat session 
participant", wherein: 

• said registration notification message is signaling system #7 (SS7) and IS-41 
compliant. See paragraph [0046, 0054]. 

Regarding claims 21, 30, 52 and 67, according to claims 13, 22, and 44, Mcdowell et 
al (U.S. Publication 2001/0034224 Al) discloses in FIGURE 10a and 10b paragraphs 
[0039, 0046, 0057, 0058], of a method and system, which reads on claimed 
"apparatus", for automatically notifying an external message distribution system. 
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commonly referred to as a Short Message Service Center (SMSC), which reads on 
claimed "external chat server", of the presence of a wireless user e.g. wireless 
telephone, PDA, a pager, a vehicle, etc., which reads on claimed "chat session 
participant", wherein: 

• said registration notification message is IS-41 compliant. See paragraph [0046, 
0054]. 

Regarding claims 31 and 62, Mcdowell et al (U.S. Publication 2001/0034224 A1) 
discloses in FIGURE 10a and 10b paragraphs [0039, 0046, 0057, 0058], of a method 
for automatically notifying an external message distribution system, commonly referred 
to as a Mobile Event Server (MES), which reads on claimed "external chat server", of 
the presence of a wireless user e.g. wireless telephone, PDA, a pager, a vehicle, etc., 
which reads on claimed "chat session participant", comprising: 

• receiving an IS-41 conforming MSINACT, which reads on claimed "MSInactivity 
notification", as taught by Mcdowell et al when an event trigger is initiated in 
paragraphs [0046, 0056, 0057, 0058], e.g. when a said user's device is turned 
on, from a Mobile Switching Center (MSC); and 

• automatically forwarding, see FIGURE 10a paragraphs [0032], the said IS-41 
conforming MSINACT, which reads on claimed "MSInactivity notification", over 
an internet connection, see paragraph [0033], to a said Mobile Event Server 
(MES), which reads on claimed "external chat server". Mcdowell et al teaches of 
this occurrence in paragraph [0046]. 
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• Additionally, McDowell et al. continues to teach in paragraph [0046], that the 
transmission of information may be conducted over a variety of communication 
links, such as TCP/IP. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 17-19, 26-28, 48-50 and 57-59 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Mcdowell et al (U.S. Publication 2001/0034224 Al ) in view of 
Sandegren (U.S. Patent 6,512,930 B2). 

Regarding claims 17, 26, 48 and 57, according to claims 13, 22, 44 and 53, 

McDowell et al fails to disclose of adding a user corresponding to the forwarded 
registration notification message to a chat session. 

Sandegren (U.S. Patent 6,512,930 B2) teaches in column 5 and 6 lines 46-67 lines 
1-17 respectively, of automatically adding a user of a mobile station corresponding to a 
said fonwarded notification that the said user is "on-line", which in turn, adds the user to 
a list of individuals whose status of communication is of relevance to the said user (see 
column 3 lines 1-10), which reads on claim "chat session". 
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Therefore, at the time of the invention it would have been obvious to a person of 
ordinary skilled in the art to modify Mcdowell et al (U.S. Publication 2001/0034224 A1) 
to include Sandegren (U.S. Patent 6,512,930 B2) in order to achieve a method and 
apparatus where a user corresponding to a forwarded notification message can be 
automatically added to a chat session. 

Regarding claims 18, 27, 49 and 58 , according to claims 17, 26, 48 and 57, 

McDowell fails to disclose of automatically notifying other chat participants of the 
presence of the added user. 

Sandegren (U.S. Patent 6,512,930 B2) teaches in column 5 and 6 lines 46-67 lines 
1-17 respectively, of automatically adding a user of a mobile station corresponding to a 
said forwarded notification that the said user is "on-line", which in turn, adds the user to 
a list of individuals whose status of communication is of relevance to the said user (see 
column 3 lines 1-10), which reads on claim "chat session". Additionally, as stated in 
column"^ 3 lines 56-66, that an action is preformed in order to notify other chat 
participants, which reads on claimed "chat participants", who are of the same status as 
the added user that the user is available for communication. 

Therefore, at the time of the invention it would have been obvious to a person of 
ordinary skilled in the art to modify the teachings of Mcdowell et al (U.S. Publication 
2001/0034224 Al) in view of Sandegren (U.S. Patent 6,512,930 B2) in order to achieve 
a method and apparatus which automatically notifies other chat participants regarding 
the presence of a an automatically added said user. 
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Regarding claims 19, 28, 50 and 59, according to claims 17, 26, 48 and 57, 
McDowell fails to disclose of an external server automatically sending a list of chat 
participants to the added user. 

Sandegren (U.S. Patent 6,512,930 B2) teaches in column 5 and 6 lines 46-67 lines 
1-17 respectively, that the server or Wireless On-line Notification (WOLN) server sends 
a list of "on-line" users, which reads on claimed "chat participants", to a said user of 
interest. 

Therefore, at the time of the invention it would have been obvious to a person of 
ordinary skilled in the art to modify the teachings of Mcdowell et al (U.S. Publication 
2001/0034224 A1) in view of Sandegren (U.S. Patent 6,512,930 B2) in order to achieve 
a method and apparatus which automatically sends a list of chat participant to a user of 
interest to established communications with the list chat participants if the user so 
desires. 
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Response to Arguments 

Applicant's arguments with respect to claims 1-62 have been considerecl but are 
moot in view of the new ground(s) of rejection. 

Regarding the usage to the Mcdowell's Provisional Application as prior art under 35 
use 102(e). A provisional application constitutes as an application for a patent and 
therefore, the rejection of claims 1-12 and 32-43, under 35 U.S.C. 102(e) stands as 
applied. 

Regarding the Applicant's comments in respect to Mcdowell et al. and Sandegren 
teachings of forwarding a registration notification message and an MSInactivity 
message from a short message service center to a device outside of a wireless 
network. 

Per the above rejection, McDowell et al. teaches in paragraph [0040] and [0041] 
wherein the said SMS server sends an over the air message or similar type informing 
the said user of the presence of a subscriber. The instant function satisfies the 
limitation of integrated in the SMSC, in that, the said SMS server forwards information to 
a user; therefore, a "fonvarding mechanism" is a part of the architecture of the said SMS 
server. 

Therefore, based on the above rejection and the additional presented 
information, the Examiner concludes that claims 1-62 stand rejected based on the new 
grounds of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Randy Peaches whose telephone number is (571 ) 272- 
7914. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on (571 ) 272-7905. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Randy Peaches 
May 2, 2005 



MARSHA 0. BANKS-HAROLD 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



